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11.1.1 THE PARTIES AND THE NATURE OF THE CASE

This is a patent case. It involves U.S. Patent No[s]. , , and

Patents are often referred to by their last three digits. I will call the patent[s] in this case the

, , and patent[s].

The  patent relates to [briefly describe technology or subject matter involved,
repeat as necessary for each patent]. During the trial, the parties will offer testimony to
familiarize you with this [technology; subject matter].

Plaintiff contends that Defendant [infringed; is infringing] the  patent by its

[making / using / selling / offering for sale / importing] . Plaintiff contends

that it is entitled to recover damages caused by that infringement. [Plaintiff also contends that
Defendant’s infringement was willful.]

Defendant[denies thatit [infringed; is infringing] the  patent] [and] [contends that
the  patent is invalid].

I will explain these contentions to you later. First, I will give you some background

about the U.S. patent system, the parts of a patent, and how a person gets a patent.

Committee Comment

1. The purpose of the proposed preliminary instructions is to give the jury an overview of the
applicable law, rather than a detailed description of the law that the jury ultimately will apply during
its deliberations. The trial judge may, if she wishes, use as preliminary instructions the more
complete set of applicable instructions contained in Sections 2 through 4.

2. The bracketed section in the second paragraph is intended to include a short descriptive
overview of the nature of the patented technology, without getting into the details of that technology.



3. The third paragraph should be tailored to the types of infringement being alleged in
the case, e.g., making, using, selling, etc., and can include reference to contributory or inducement
infringement if those issues are present.



11.1.2 THE PATENT SYSTEM

Patents are issued by the United States Patent and Trademark Office, which is part of
our government.

A patent is granted to the inventor for a set period of time, which, in this case, is [20
years from the time the application for the patent was filed] / [17 years from the date the
patent issued].

During the term of the patent, if another person makes, uses, offers to sell, or sells in
the United States or imports something that is covered by the patent without the patent
owner’s consent, that person is said to infringe the patent. The patent owner enforces a patent
against persons believed to be infringers in a lawsuit in federal court, such as in this case.

The invention covered by a patent is described in the part of the patent that is called
the “patent claim” or “patent claims.” The patent claims are found in separately-numbered
paragraphs at the end of the patent. When I use the word “claim” or “claims,” I am referring
to those numbered paragraphs.

[To be entitled to patent protection, an invention must be new, useful and non-
obvious. A patent is not valid if it covers [a product; a process] that was already known or
that was obvious at the time the invention was made. That which was already known at the
time of the invention is called “prior art.” I will give you more instructions about what

constitutes prior art at the end of the case.]

Committee Comment



1. The Federal Judicial Center has published, in video format, a video entitled “An
Introduction to the Patent System” (Fed. Jud. Center 2002), which the Court may wish to consider
displaying to the jury at the outset of the case.

2. The Committee believes that a short introduction to the general nature of the patent system
is appropriate because that system is not typically known to most jurors. This description is based
primarily on the patent statute.

3. The reference to the length of the patent term found in the second paragraph should be
modified depending on the term of the patent(s) at issue.

4. Where bracketed references to “product; process” are found, the court should use the
appropriate term depending on the type(s) of patent claim(s) at issue.



11.1.3 HOW A PATENT IS OBTAINED

When an applicant for a patent files a patent application with the Patent and
Trademark Office, the application is assigned to a Patent Examiner. The Patent Examiner
reviews the application to determine whether or not the invention described in the patent
application and set out in the claims meets the requirements of the patent laws for patentable
inventions.

The Patent Examiner advises the applicant of his findings in a paper called an “office
action.” The Examiner may “reject” the claims, that is, refuse to issue a patent containing
those claims, if he or she believes the claims do not meet the requirements for patentable
inventions. The applicant may respond to the rejection with arguments to support the claims,
by making changes or amendments to the claims, or by submitting new claims. If the
Examiner ultimately determines that the legal requirements for a patent have all been
satisfied, he “allows” the claims, and the Patent and Trademark Office issues a patent.

This process, from the filing of the patent application to the issuance of the patent, is
called “patent prosecution.” The record of papers relating to the patent prosecution is called
the prosecution history or file history. The prosecution history becomes available to the
public when the patent is issued or the application is published by the PTO (normally 18

months after filing).

Committee Comment



This instruction is intended for cases in which the jury will be hearing evidence regarding
the prosecution history of the patent and may be eliminated in cases in which there is no such issue.

Read in conjunction with Instructions 1.2 through 1.4, this instruction completes the
description of the patent system. Use of these instructions, alone or together with the Federal Judicial
Center video referenced in the Committee Comment to Instruction 1.2, could obviate the need for
the parties to present “patent experts” to explain the patent system, the importance of claims, the
parts of a patent, and the prosecution of patents. These instructions are not, however, intended to
preclude, in an appropriate case, expert testimony focused on specific matters concerning, for
example, the prosecution history of the patent at issue



11.1.4 THE PARTS OF A PATENT

A patentincludes two basic parts: a written description of the invention, and the patent
claims. The written description, which may include drawings, is often called the
“specification” of the patent.

You have been provided with a copy of the  patent. Please look at the patent as I
identify its different sections. [Other patents are also involved in this case. I am using this
particular patent as an example to describe the various parts of a patent.]

The first page of the  patent provides identifying information, including the date
the patent issued and patent number along the top, as well as the inventor’s name, the filing
date, [the assignee, which is the company or individual that currently owns the patent], and
a list of the prior art publications considered in the Patent Office during the time the patent
was being sought.

The specification of the patent begins with a brief statement about the subject matter
of the invention, which is called an abstract. This is found on the first page.

[Next, are the drawings, which appear as Figures _ to _ on the next _ pages. The
drawings depict various aspects or features of the invention. They are described in words
later in the patent specification.]

The written description of the invention appears next. In this portion of the patent,
each page is divided into two columns, which are numbered at the top of the page. The lines

on each page are also numbered. The written description of the  patent begins at column



I, line 1, and continues to column  , line . [It includes a background section, a
summary of the invention, and a detailed description of the invention, including some
specific examples.]

The written description is followed by one or more numbered paragraphs, which are
called the claims. The claims may be divided into a number of [parts or steps], which are
called “claim limitations” or “claim requirements.” In the patent, the claims begin at column

__,line _ and continue to the end of the patent, at column _, line

Committee Comment

The purpose of this instruction is to give the jurors a brief introduction to the anatomy of a
patent document, which will assist them in understanding terminology likely to be used by counsel
and witnesses during the course of the trial. This can be best accomplished if the jurors are provided
with a copy of the patent or, if multiple patents are involved, one of the patents that is at issue. If
multiple patents are involved, the bracketed sentence at the end of the second paragraph should be
used.



11.1.5 THE PATENT CLAIMS

The claims of a patent define the invention covered by the patent. [In other words, the
claims describe what the patent does and does not cover, somewhat like the way a property
deed describes the boundaries of a parcel of land.]

When a [product; process] is accused of infringing a patent, the patent claims must
be compared to the accused [product; process] to determine whether infringement has been
proven. [The claims are also at issue when the validity of a patent is challenged.] [In reaching
your determinations with respect to infringement [and invalidity], you must consider each
claim of the patent separately.]

In this case, we are concerned with claims of the patent. Plaintiff
contends that Defendant infringed [this; these] claims. . Defendant denies this [and contends
that claims __ are invalid].

The language of patent claims may not be clear to you, or the meaning or the claims
may be disputed by the parties. I will tell you what certain words in the patent claims mean.

Y ou must use the meanings I give you when you decide whether the patent is infringed [and

whether it is invalid].

Committee Comment
Because the patent claims are the central focus in any patent litigation, it is important for the
jury to learn early on that the patent claims are important. This instruction is intended to alert the jury

to the purpose of the patent claims and to identify those that are alleged to be infringed.

Ifthe court has construed the claims or limitations in them prior to trial, consideration should
be given to utilizing the bracketed sentences in the middle of the final paragraph. That paragraph

9



may be further expanded to provide the court’s construction at this point, although to do so would
require the court to provide the complete claim language, followed by the construction, to place that
construction in context. The Committee believes that the better course is to permit the court’s
construction to be used by counsel during opening statements, rather than providing the construction
in preliminary instruction.

10



11.1.6 ISSUES TO BE DECIDED

I will now give you some information about the law and the issues that will be
presented to you at this trial. At the close of the trial, I will give you specific instructions
about the law you are to follow as you deliberate to reach your verdict. You must follow the

law as I describe it to you.

11



11.1.7 INFRINGEMENT; BURDEN OF PROOF

Plaintiff contends that Defendant [infringes; has infringed; has induced someone else
to infringe; has contributed to infringement of] the  patent[s]. Defendant denies [this;
these] contention[s]. Plaintiff is required to prove infringement by a preponderance of the
evidence. This means that Plaintiff must persuade you that its contentions are more probably

true than not true. [ will describe Plaintiff’s contentions regarding the issue of infringement.

12



11.1.8 DIRECT INFRINGEMENT

Plaintiff contends that Defendant infringes claims __ of the patent by its [use, sale,
or offer for sale of product/use of process]. [This is called “direct infringement.”]

To establish direct infringement, Plaintiff must prove that every requirement in [the
particular claim of Plaintiff’s patent that you are considering; Plaintiff’s patent] is found in
Defendant’s [product; process]. A requirement of a claim is found in Defendant’s [product;
process] if the requirement is in the [product; process] exactly as it is in the claim [or] [if the
requirement is in the [product; process] in a manner that is equivalent to what is in the claim.
A [part of Defendant’s product; step in Defendant’s process] is equivalent to a claim
requirement if it performs substantially the same function, in substantially the same way, to
reach substantially the same result. In my instructions at the end of the case, I will explain
in more detail how you make this determination. ]

[Describe specific product/process accused of infringement and which claims are

alleged to be infringed.]

Committee Comment

This instruction, and those that follow, are adapted from the “final” instructions on
infringement and validity that appear later in these Instructions. They are, for the most part, truncated
versions of those instructions intended to provide an introduction to the issues to be presented during
the trial.

13



11.1.9 INDIRECT INFRINGEMENT

Plaintiff contends that Defendant induced [someone; name of alleged direct infringer]
to infringe [claims , ,  of] Plaintiff’s patent. Plaintiff contends that Defendant induced
[someone; name of alleged direct infringer] to infringe [claims _, ,  of] Plaintiff’s
patent. To succeed on this contention, Plaintiff must prove that Defendant knew of Plaintiff’s
patent, [acted; encouraged; instructed] [insert name or other description of direct infringer]
to [[use / make] a product; perform a process] in a manner that infringed Plaintiff’s patent,
and knew or should have known that its acts would cause [insert name or other description
of direct infringer] to infringe Plaintiff’s patent.

Plaintiff [also] contends that Defendant contributed to the infringement of [claims
____of] Plaintiff’s patent. To succeed on this contention, Plaintiff must prove that Defendant
knew of Plaintiff’s patent, [sold; supplied] a component that forms a significant part of the
patented invention and that is not a commonly available item with other uses. Plaintiff must
also prove that another person infringed Plaintiff’s patent by using this component and that
Defendant knew the component was especially made for a use that would infringe Plaintiff’s

patent.

Committee Comment

The first paragraph of this instruction describes the issues on a claim of inducement to
infringe. The second paragraph describes the issues on a claim of contributory infringement.

14



11.1.10 WILLFUL INFRINGEMENT

Plaintiff contends that Defendant infringed Plaintiff’s patent willfully. To prove
willful infringement, Plaintiff must prove by clear and convincing evidence that Defendant
knew it was highly likely that its actions constituted infringement of a valid patent, and
defendant either knew of this high likelihood, or it was so apparent that Defendant should
have known. “Clear and convincing” evidence means evidence that convinces you that it is
highly probable that the particular proposition is true. This is more demanding than the
“preponderance of the evidence” requirement that applies to infringement generally.

At the conclusion of the case, I will explain in more detail how you are to decide the

issue of willful infringement.

Committee Comment
Because the burden of proof for willful infringement differs from that for infringement

generally, a separate instruction directed to the higher “clear and convincing evidence” standard
should be included in the preliminary instructions.

15



11.1.11 DAMAGES

Plaintiff contends that it has suffered damages as aresult of Defendant’s infringement
in the form of [lost profits that Plaintiff would have made if Defendant had not infringed]
[and/or] [a reasonable royalty on each of Defendant’s sales of an infringing [product;
process]]. I will explain to you at the end of the case [how lost profits are calculated [and/or]
how a reasonable royalty is determined].

Plaintiff must prove its damages by a preponderance of the evidence.

Committee Comment

The court should tailor this preliminary instruction to the theory or theories of damages being
advanced. Often a patent holder will seek lost profits damages on some infringing sales and a
reasonable royalty on the remainder, thus making the damages proofs, and the related instructions,
inherently complex.

This preliminary damages instruction does not address damages flowing from collateral or
“convoyed” sales. The committee did not believe it necessary to include a preliminary instruction
addressing this type of contention because it would unduly increase the complexity of the
preliminary instructions. The matter of such sales can be addressed by counsel in opening statements.

16



11.1.12 INVALIDITY

Defendant contends that claims of the  patent(s) are invalid. Only a valid
patent may be infringed. Plaintiff denies that these claims are invalid.

The law presumes each claim of the _ patent(s) to be valid. For this reason,
Defendant has the burden of proving invalidity by clear and convincing evidence. “Clear and
convincing” evidence [has the same definition that I just provided to you.] [means evidence
that convinces you that it is highly probable that the particular proposition is true. This is a
higher burden of proof than “preponderance of the evidence.”]

If you find that any one of the requirements for a valid patent is not met for a patent
claim, then that claim is invalid. You must consider the issue of validity separately for each
claim that is at issue.

I will now explain to you briefly the legal requirements for each of the grounds on

which Defendant relies to contend that the patent claims are invalid. I will provide more

details for each ground in my final instructions.

Committee Comment
The bracketing in the second paragraph takes account of the fact that the Court may have

already defined “clear and convincing” evidence in a case involving a claim of willful infringement;
there is no need to provide the definition twice.

17



11.1.13 INVALIDITY — ANTICIPATION

Defendant contends that the invention covered by claims of the patent is not

new because it was “anticipated” by the prior art. “Prior art,” in general, includes anything
that was publicly known prior to Plaintiff’s invention. I will provide you with a more specific
definition following the conclusion of the evidence.

To prove that a claim is anticipated by the prior art, Defendant must prove by clear
and convincing evidence that each and every requirement of the claim is present in a single
item of prior art and that a person with an ordinary level of skill in the field of the invention
who looked at the prior art would have been able to make and use the invention disclosed in

the claim.

Committee Comment

As reflected in the final instructions on anticipation, there are a number of grounds upon
which a patent claim can be held invalid for anticipation. If the case involves a small number of
particularized invalidity issues, the court may wish to consider giving, in lieu of this instruction, an
instruction tailored to that particular issue or issues. The final instructions covering the particular
issue or issues may be adapted for this purpose.

18



11.1.14 INVALIDITY — OBVIOUSNESS

Defendant contends that claims  ofthe  patent are invalid for obviousness. A
patent claim is invalid for obviousness if a person with an ordinary level of skill in the field
of the invention who knew about all the prior art existing at the time of the invention would
have come up with the invention at that time. [“Prior art” in general, includes anything that
was publicly known prior to Plaintiff’s invention. I will provide you with a more specific
definition following the conclusion of the evidence.] [Unlike anticipation, obviousness may

be shown by considering more than one item of prior art.]

Committee Comment

The bracketing of the definition of “prior art” takes account of the fact that the Court may
have just defined this term in describing the defense of anticipation.

19



11.1.15 INVALIDITY — WRITTEN DESCRIPTION/CLAIMING
REQUIREMENTS

Defendant contends that claims _ of the  patent are invalid because the patent
does not contain [a written description of the invention/an enabling description of the
invention/a description of the best mode of the invention]. To succeed on this contention,
Defendant must prove that:

[- The specification section of the patent does not contain an adequate written
description of each and every requirement of the particular patent claim that is at issue.]

[- The specification section of the patent does not contain enough information to
enable a person of ordinary skill in the field of the invention to make and use the invention
without undue experimentation.]

[- The written description of the patent does not describe the “best mode,” or best way,
to [make; use; carry out] the [product; process] covered by the patent that was known to the
inventor at the time he applied for the patent.]

I will explain in more detail at the end of the case how you decide [this; these]

issue[s].

Committee Comment

The Court should use only the instructions for the particular “claim requirement” defenses
involved in the particular case.

20



11.1.16 PERSON OF ORDINARY SKILL

In these instructions, I have used the concept of a “person of ordinary skill in the field
of the invention.” In this case, the field of the invention is [insert]. It will be up to you to
decide the level of ordinary skill in that field. I will give you further instructions about this

at the end of the case.

21



11.2.1 THE PATENT SYSTEM
At the beginning of the trial, I gave you some general information about patents and
the patent system and a brief overview of the patent laws relevant to this case. I will now give

you more detailed instructions about those aspects of patent law that specifically relate to this

case.

22



11.2.2 PERSON OF ORDINARY SKILL

Some issues in patent cases are determined by reference to a “person of ordinary skill
in the field of the invention,” a term that I will use later in these instructions. In this case, the
field of the invention is [insert].

Itis up to you to decide the level of ordinary skill. In making this decision, you should
consider all the evidence, including:

- the levels of education and experience of persons working in the field;

- the types of problems encountered in the field; and

- the sophistication of the technology in the field.

Committee Comment

The level of ordinary skill in the art/field is a prism or lens through which a judge or jury
views the prior art and the claimed invention. See Graham v. John Deere Co., 383 U.S. 1, 27-28
(1966); Dystar Textilfarben GmbH v. C.H. Patrick Co., 464 F.3d 1356, 1360-3 (Fed. Cir. 2006); Al-
Site Corp. v. VSI Int’l, Inc., 174 F.3d 1308, 1323-25 (Fed. Cir. 1999); Ruiz v. A.B. Chance Co., 234
F.3d 654, 666-67 (Fed. Cir. 2000). The list of factors is adapted from N.D. Cal. Patent Jury Instr.
4.3.b.iii.

The level of ordinary skill in the pertinent art is one of the three basic factual inquiries in
applying the nonobviousness condition of patentability. It is also the standard for determining the
enabling quality of the disclosure in a patent specification or a publication. Generally, the skill is that
of a person who would be expected to solve the type of problem in question rather than that of a
person who ordinarily uses the product or process. The Committee chose to use the phrase “ordinary
skill in the field” rather than the patent law term “ordinary skill in the art,” believing that this would
be more understandable to lay jurors.

The Committee placed this definition early in the instructions because, in some cases, it may
be used several times, for example, in describing the doctrine of equivalents, the written description
requirement, etc. In a case in which the term is used only at a later point in the instructions, the trial
judge may wish to consider moving the definition so that it is closer to the particular place(s) where
the term is used.

23



11.2.3 THE PARTS OF A PATENT

A patentincludes two basic parts: a written description of the invention, and the patent
claims. The written description, which may include drawings, is often called the
“specification” of the patent.

You have been provided with a copy of the  patent. Please look at the patent as I
identify its different sections. [Other patents are also involved in this case. I am using this
particular patent as an example to describe the various parts of a patent.]

The first page of the  patent provides identifying information, including the date
the patent issued and patent number along the top; the name(s) of the inventor(s), the filing
date; [the assignee, which is the company or individual that owned the patent on the date it
was issued]; and a list of documents considered in the Patent Office during the time the
patent was being sought.

The specification of the patent begins with a brief statement about the subject matter
of the invention, which is called an abstract. This is found on the first page.

[Next, are the drawings, which appear as Figures _ to _ on the next _ pages. The
drawings depict various aspects or features of the invention. They are described in words
later in the patent specification.]

The written description of the invention appears next. In this portion of the patent,
each page is divided into two columns, which are numbered at the top of the page. The lines

on each page are also numbered. The written description of the  patent begins at column

24



I, line 1, and continues to column  , line . [It includes a background section, a

summary of the invention, and a detailed description of the invention, including some

specific examples.]

The written description is followed by one or more numbered paragraphs, which are

called the claims.

Committee Comment

See Preliminary Instruction 1.4.
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11.2.4 THE PATENT CLAIMS

The claims of a patent are the numbered sentences at the end of the patent. The claims
describe what the patent owner may prevent others from doing.

Claims are usually divided into [parts; steps], called “limitations” or “requirements.”
For example, a claim that covers the invention of a table may describe the tabletop, four legs
and glue that holds the legs and the tabletop together. The tabletop, legs and glue are each
a separate limitation or requirement of the claim.

We are concerned with claims of the patent. Plaintiff contends that

Defendant infringed
are invalid].

To decide whether Defendant infringed the patent, you must compare the claims to
[the accused product, process]. [Similarly, in deciding a challenge to the validity of a patent,
you must compare the claims to the asserted prior art.] [In reaching your determinations with
respect to infringement [and invalidity], you must consider each claim of the patent
separately.]

Committee Comment

See Preliminary Instruction 1.5.
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11.2.5 INFRINGEMENT: INTERPRETATION OF THE PATENT CLAIMS
The owner of a patent has the right to prevent others from [making; using; offering
for sale; selling; importing] the invention covered by the patent. A [product; process]
infringes a patent if that [product; process] is covered by at least one claim of the patent.
I will tell you the meaning of any disputed terminology in the patent claims. Y ou must
use the meanings I give you when you decide whether the patent is infringed [and whether

it is invalid].

Committee Comment

A patent confers the right to exclude others from making, using, selling, or offering for sale
the invention within the United States or importing the invention into the United States. 35 U.S.C.
§§ 154(a)(1) and 271(a); Markman v. Westview Instruments, Inc., 52 F.3d 967,978 (Fed. Cir. 1995)
(en banc), aff’d, 517 U.S. 370 (1996).

An infringement analysis entails two steps. The first step is determining the meaning and
scope of the patent claims asserted to be infringed. Phillips v. AWH Corp., 415 F.3d 1303, 1311-13
(Fed. Cir. 2005) (en banc). The second step is comparing the properly construed claims to the device
accused of infringing. Markman v. Westview Instruments, Inc., 52 F.3d 967,977 (Fed. Cir. 1995) (en
banc), aff’d, 517 U.S. 370 (1996).

A simple patent case includes two parts: construing the patent claims and determining
whether infringement of the construed claims occurred. The first is a question of law, to be
determined by the court. The second is a question of fact, to be submitted to a jury. Markman v.
Westview Instruments, Inc., 517 U.S. 370, 384 (1996).

27



11.2.6 INDEPENDENT AND DEPENDENT CLAIMS

Patent claims may exist in two forms, called independent claims and dependent
claims. An independent claim stands on its own and does not refer to any other claim of the
patent. A dependent claim refers to at least one other claim in the patent. A dependent claim
includes each of the requirements of the other claim[s] to which it refers, as well as the
requirements in the dependent claim itself.

Earlier I described a hypothetical patent claim for a table that described the tabletop,
four legs, and glue to hold the legs and tabletop together. That is an example of an
independent claim. In that same hypothetical patent, a dependent claim might be one that

stated, “the same table in the initial claim, where the tabletop is square.”

Committee Comments
1. A patent claim may be in independent or dependent form. 35 U.S.C. § 112 99 3-4 (1984).

2. A dependent claim is narrower in scope than the claim from which it depends. Glaxo
Group Ltd. v. Ranbaxy Pharms., Inc., 262 F. 3d 1333, 1336 (Fed. Cir. 2001). A dependent claim
incorporates by reference a previous claim and adds a limitation to the invention claimed. Curtiss-
Wright Flow Control Corp. v. Velan, Inc., 438 F.3d 1374, 1380 (Fed. Cir. 2006); Bloom Eng’g Co.
v. North Am. Mfg. Co., 129 F.3d 1247, 1250 (Fed. Cir. 1997).
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11.2.7 MEANS-PLUS-FUNCTION CLAIMS

Some parts of a patent claim describe a “means” of doing something, rather than the
physical “structure” that performs the function. These are called “means-plus-function”
claims.

For example, let’s say that a patent describes a table with legs glued to the tabletop.
AsIsaid before, one way to make a patent claim for the table is to describe the tabletop, four
legs, and glue between the legs and the tabletop. Another way to make the claim is to
describe the tabletop and the legs, but use the phrase a “means for securing the legs to the
tabletop” rather than describing the glue. This would be a “means-plus-function”
requirement. In other words, itdescribes a “means” for performing the “function” of securing
the legs to the tabletop, rather than expressly describing the glue.

A means-plus-function requirement also covers structures that are equivalent to those
described in the patent, such as using an equivalent to glue to secure the legs to the tabletop.

Claims _ ofthe  patentinclude means-plus-function requirements. In instructing
you about the meaning of a means-plus-function claim requirement, I will tell you, first, the
function that each of the means-plus-function claim requirements performs; and second, the
structure disclosed in the patent specification that corresponds to each means-plus-function

requirement.

Committee Comments
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1. A claim element may be expressed as a means for performing a function. 35 U.S.C. §112,
9 6. As long as the patent discloses a specific corresponding structure(s), the patentee may define a
structure for performing a certain function generically by way of a means expression. Kemco Sales,
Inc. v. Control Papers Co., 208 F.3d 1352, 1360 (Fed. Cir. 2000).

2. The question of whether there is infringement of a claim with a 112, 9 6 limitation is a
question of fact. Lockheed Martin Corp. v. Space Systems/Loral, Inc., 324 F.3d 1308, 1318 (Fed.
Cir. 2003); Omega Eng’g, Inc. v. Raytek Corp., 334 F.3d 1314, 1328-29 (Fed. Cir. 2003)
(“infringement of a 112, 9 6 limitation requires that the relevant structure in the accused device
perform the identical function recited in the claim and be identical or equivalent to the corresponding
structure in the specification™).

30



11.2.8 “COMPRISING” / “CONSISTING OF” [/“CONSISTING
ESSENTIALLY OF”

[When a patent claim uses the term “comprising,” it means that the invention includes
the listed requirements, but is not limited to those requirements. ]

[When a patent claim uses the term “consisting of,” it means that the invention
includes the listed requirements, and only those requirements. |

[When patent claim uses the words “consisting essentially of,” it means that a
[product; process] containing [structures; steps] beyond those described in the claim is
covered only if those additional [structures; steps] do not have a significant effect on the

basic and novel characteristics of the invention.]

Committee Comments

1. This instruction may be incorporated into the claim-definitional portion of the
infringement instruction, where appropriate.

2. “Comprising.” Vehicular Techs. Corp. v. Titan Wheel Int’l, Inc., 212 F.3d 1377, 1382-83
(Fed. Cir. 2000); CollegeNet, Inc. v. ApplyYourself, Inc., 418 F.3d 1225, 1235 (Fed. Cir. 2005);
Mars, Inc. v. H.J. Heinz Co., L.P., 377 F.3d 1369, 1376 (Fed. Cir. 2004).

3. “Consisting of.” Vehicular Techs. Corp. v. Titan Wheel Int’l, 212 F.3d 1377, 1382-83
(Fed. Cir. 2000); Norian Corp. v. Stryker Corp.,363 F.3d 1321, 1331 (Fed. Cir. 2004); Conoco, Inc.
v. Energy & Envt’l. Int'l, L.C. , 460 F.3d 1349, 1359 (Fed. Cir. 20006).

4. “Consisting essentially of.” PPG Indus. v. Guardian Indus. Corp., 156 F.3d 1351, 1354-

55 (Fed. Cir. 1998); W.E. Hall Co. v. Atlanta Corrugating, LLC, 370 F.3d 1343, 1353 (Fed. Cir.
2004).
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11.2.9 INTERPRETATION OF THE PATENT CLAIMS

I [have provided you; will provide you] with a copy of Plaintiff’s patent. I have
previously defined certain [words; phrases] in [some of] the claims. You must use these
definitions in making your decision. The [words; phrases] I have defined are as follows:

(list claim terms and definition from claim construction by the Court or stipulations

by the parties)
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11.2.10 DIRECT INFRINGEMENT — ELEMENTS
Plaintiff contends that Defendant has infringed [claims _, ,and _ of] Plaintiff’s
patent. To succeed on this contention, Plaintiff must prove the following by a preponderance
of the evidence:
1. Every requirement in [the particular claim of Plaintiff’s patent that you are
considering; Plaintiff’s patent] is found in Defendant’s [product; process]; and
2. Defendant [made, used, sold, offered for sale, or imported] that [product;

process] [in; into] the United States.

Committee Comments

1. Usage. A finding of infringement requires a showing that the accused infringer committed
a prohibited act of the type described in element 2. No instruction need be given on these prohibited
acts if there is no dispute that such an act has occurred directly or indirectly. 35 U.S.C. § 271.

2. Authority. First element: Riles v. Shell Exploration & Prod. Co., 298 F.3d 1302, 1308
(Fed. Cir. 2002); Pfizer, Inc. v. Teva Pharms. USA, Inc.,429 F.3d 1364, 1376 (Fed. Cir. 2005); PSC
Computer Prods., Inc. v. Foxconn Int’l, 355 F.3d 1353, 1357 (Fed. Cir. 2004); Cross Med. Prods.
v. Medtronic, 424 F.3d 1293, 1310 (Fed. Cir. 2005). Second element: 35 U.S.C. § 271(a).
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11.2.11.1 INFRINGEMENT — DEFINITION

As I stated in the previous instruction, infringement occurs if each requirement of a
claim is found in Defendant’s [product; process]. As I have explained, Plaintiff contends that
Defendant infringed [claims , , and ] of Plaintiff’s patent. To determine whether
Defendant infringed Plaintiff’s patent, you must compare Defendant’s [product; process]
against each one of these claims.

To determine whether a dependent claim has been infringed, you must compare
Defendant’s [product; process] to both the dependent claim and the claim[s] it/they refer[s]
to. For example, if claim 2 is dependent from claim 1, it may say, “2. The [product; process]
according to claim 1, wherein . . . .” In this situation, dependent claim 2 cannot be infringed
unless claim 1 is also infringed. For this reason, in the example you would have to compare
Defendant’s [product; process] to all the requirements of both claims 1 and 2.

A requirement of a claim is found in Defendant’s [product; process] if the requirement
is in the [product; process] exactly as it is in the claim [or] [if the requirement is in the
[product; process] in a manner that is equivalent to what is in the claim.

[If all of the requirements of the claim are in Defendant’s [product; process] exactly
as they are in the claim, that is called “literal infringement.”]

[If all of the requirements of the claim are in Defendant’s [product; process], but one
or more of them is equivalent to what is in the claim, that is called “infringement by

equivalence.”]
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[The following claim requirements must be met literally; infringement by equivalence
does not apply to these requirements: (list claim terms that must be met literally, and

definition from claim construction by the Court or stipulations by the parties)|

Committee Comments

1. This instruction sets forth the basic test for direct infringement. It is adaptable to cases
involving claims of literal infringement, infringement by way of the doctrine of equivalents, or both.

2. The Committee used the term “infringement by equivalence” rather than the term
“doctrine of equivalents” believing that the former would be easier for lay jurors to understand.

3. The final bracketed paragraph of the instruction applies in cases in which the court has
determined that the doctrine of equivalents does not apply to a particular claim element due to
prosecution history estoppel. This is an issue to be decided by the court and should be done before
giving the jury its instructions. See generally Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co.,
535U.S. 722 (2002); Warner-Jenkinson Co. v. Hilton Davis Chem. Co., v. Hilton Davis Chem. Co.,
520 U.S. 17 (1997). In Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 344 F.3d 1359, 1367
(Fed. Cir. 2003) (en banc), the Federal Circuit held that the court, not the jury, will decide whether
a presumed estoppel is rebutted (“We agree . . . that rebuttal of the presumption of surrender is a
question of law to be determined by the court, not a jury.”).
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11.2.11.2 INFRINGEMENT — DOCTRINE OF EQUIVALENTS

A [part of Defendant’s product; step in Defendant’s process] is equivalent to a claim
requirement if a person of ordinary skill in the field of the invention would regard any
differences between them as insubstantial.

[[A [part; step] is also equivalent to a claim requirement if it performs substantially
the same function, in substantially the same way, to reach substantially the same result.] ]
[One factor you may consider in making that determination is whether a person of ordinary
skill in the field of the invention would have regarded Defendant’s [part; step] to be
interchangeable with the claim requirement.]]

In determining infringement by equivalence, you must still use the meanings for the

claim requirements that I have provided.

Committee Comments

1. Insubstantial differences: Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17,
39-40 (1997); Honeywell Int’l. Inc. v. Hamilton Sundstrand Corp.,370 F.3d 1131, 1139 (Fed. Cir.
2004) (en banc); Novartis Pharmaceuticals Corp. v. Eon Labs Mfg., Inc., 363 F.3d 1306, 1312 (Fed.
Cir. 2004); Chiuminatta Concrete Concepts v. Cardinal Inds., 145 F.3d 1303 (Fed.Cir. 1988).

2. Function /way / result test: Machine Co. v. Murphy, 97 U.S. 120, 124 (1878); Warner-
Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 39-40 (1997); Pennwalt Corp. v. Durand-
Wayland, Inc., 833 F.2d 931, 934 (Fed. Cir. 1987) (en banc); SRI Int’l v. Matsushita Electric Corp.,
of America, 775 F.2d 1107, 1123 (Fed. Cir. 1985) (en banc).

3. Interchangeability: Graver Tank & Mfg. Co. v. Linde Air Prods. Co., 339 U.S. 605, 609
(1950); Interactive Pictures Corp. v. Infinite Pictures, Inc., 274 F.3d 1371, 1383 (Fed. Cir. 2001);
Caterpillar Inc. v. Deere & Co.,224 F.3d 1374, 1380 (Fed. Cir. 2000); A/l-Site Corp. v. VSI Int., 174
F.3d 1308, 1316 (Fed. Cir. 1999); Chiuminatta Concrete Concepts, Inc. v. Cardinal Inds., 145 F.3d
1303, 1309 (Fed. Cir. 1998); Overhead Door Corp. v. Chamberlain Group, 52 U.S.P.Q. 1321, 1327
(Fed. Cir. 1999).
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4. The Committee chose to use the phrase “a person of ordinary skill in the field” rather than
the patent law term “a person of ordinary skill in the art,” believing the former term would be more
understandable to lay jurors.

5. Prior art limitation on infringement by equivalents: In a case that involves a prior art
limitation on infringement by equivalents, the court may consider adding a paragraph based on the
following language:

Y ou may not find that Defendant’s [product; process] is equivalent to a claim
requirement if the result would be that the equivalents become so broad that the claim

would cover a [product; process] that was disclosed in the prior art.

See Ultra-Tex Surfaces, Inc. v. Hill Bros. Chemical Co, 204 F.3d 1360, 1364-65 (Fed. Cir. 2000)
(“Under a hypothetical claim analysis, a patentee proposes a hypothetical claim that is sufficiently
broad in scope to literally encompass the accused product or process. *** if that claim would not
have been allowed, the prior art bars application of the doctrine and infringement by equivalence
may not be found.”); Marquip, Inc. v. Fosber America, Inc., 198 F.3d 1363, 1367 (Fed Cir. 1999)
(this court has consistently limited the doctrine of equivalents to prevent its application to ensnare
prior art”); Athletic Alternatives, Inc. v. Prince Mfg., Inc., 73 F.3d 1573, 1582 (Fed. Cir. 1996)
(doctrine of equivalents “cannot be used to protect subject matter in, or obvious in light of, the prior
art.”); Wilson Sporting Goods Co. v. David Geoffrey & Assocs., 904 F.2d 677, 683 (Fed. Cir. 1990)
(“there can be no infringement if the asserted scope of equivalency of what is literally claimed would
encompass the prior art.”); Pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931, 935 n.1 (Fed.
Cir. 1987) (en banc) (“The doctrine of equivalents is limited in that the doctrine will not extend Y
to cover an accused device in the prior art ...”); Loctite Corp. v. Ultraseal Ltd., 781 F.2d 861, 870
(Fed. Cir. 1985) (“First, the doctrine will not extend to an infringing device within the public
domain, i.e., found in the prior art at the time the patent issued”); Perkin-Elmer Corp. v.
Computervision Corp., 732 F.2d 888, 900 (Fed. Cir. 1984) (no infringement despite equivalence if
“the equivalent device is within the public domain, i.e., found in the prior art.”)

6. Limitation on infringement by equivalence. The doctrine of equivalents cannot be used
to extend patent coverage to structures or processes that are described in the patent specification but
not mentioned in the patent claims, or to erase or ignore meaningful structural and functional
limitations of a patent claim. See Johnson & Johnston Associates v. R. E. Service Co., 285 F.3d
1046, 1054 (Fed. Cir. 2002) (en banc). In an appropriate case, it may be necessary to revise the
pattern instruction to cover this point.
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11.2.11.3 INFRINGEMENT — MEANS-PLUS-FUNCTION CLAIM LANGUAGE

Claim[s] in Plaintiff’s patent contain[s] [a] requirement[s] that [is; are]
written in a particular form, called “means plus function” form. Specifically, claim
contains the following “mans plus function” language: [fill in]

Y ou must use the definition[s] [ have previously given you regarding [this part; these
parts] of the claim.

Plaintiff must prove that the entire claim is infringed. The “means plus function”
language is only part of the entire claim. The paragraphs numbered 1 and 2 below concern
only the “means plus function” part[s] of the claim. You must use the other rules that I have
already given you for the other parts of the claim.

As with the other claim requirements, Plaintiff must prove that the “means plus
function” claim requirement[s] [is; are] met literally, or by equivalence. The rules for
determining whether [this; these] claim requirement[s] [is; are] met by equivalence are the
same as the ones I have already given you.

In determining whether “means plus function” claim requirement[s] [is; are] met
literally, different rules apply than the ones I gave you earlier. Specifically, to prove that the

“means plus function” claim requirement[s] [is; are] met literally, Plaintiff must prove the

following [as to each “means plus function” claim requirement]:
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1. Defendant’s product includes structure that performs the identical function
in this claim requirement, as I defined the function for you [on page _ of these
instructions] [earlier, namely (recite the function)]; and

2. That structure is the same as, or equivalent to, the structure in this claim
requirement, as | identified it for you [on page  of these instructions] [earlier,
namely (recite the corresponding structure)].

For purposes of this instruction, two structures are ‘“equivalent” if they are
substantially the same. [One way structures may be substantially the same is if they achieve
substantially the same result in substantially the same way. [Another way is if the differences
between them are not substantially different.]] You should make this determination from the

point of view of a person with ordinary skill in the field of the invention.

Committee Comments

1. Need for identical function plus same or equivalent structure for literal infringement:
Ishida Co., v. Taylor, 221 F.3d 1310, 1316 (Fed. Cir. 2000) (identical function); Chiuminatta
Concrete Concepts v. Cardinal Inds., Inc., 145 F.3d 1303, 1308 (Fed. Cir. 1988), citing Pennwalt
Corp. v. Durand-Wayland, Inc., 833 F.2d 931, 934 (Fed. Cir. 1987) (en banc); Caterpillar v. Deere
& Co., 224 F.3d 1374, 1379 (Fed. Cir. 2000); Chiuminatta Concrete Concepts v. Cardinal Inds.,
Inc., 145F.3d 1303, 1309 (Fed. Cir. 1988); Odetics,Inc. v. Storage Tech. Corp., 185F.3d 1259, 1267
(Fed. Cir. 1999).

2. If a structure that predates the invention itself is not equivalent under § 112, q 6, it cannot
be equivalent under the doctrine of equivalents. See Al-Site Corp. v. VSI Int’l, Inc., 174 F.3d 1308,
1320 n.2 (Fed. Cir. 1999), citing Chiuminatta Concrete Concepts, Inc. v. Cardinal Inds., Inc., 145
F.3d 1303 (Fed. Cir. 1998).

3. A literal equivalent under § 112, 9 6 must have been available at time of patent issuance,
and use of after-arising technology infringes, if at all, under the doctrine of equivalents. 4/-Site, 174
F.3d at 1320-21, citing Warner-Jenkinson Co. v. Hilton-Davis Chemical Co., 520 U.S. 17, 29,
(1997); cf. Ishida Co, Ltd. v. Taylor, 221 F.3d 1310, 1317 (Fed. Cir. 2000).
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11.2.11.4 DETERMINING INFRINGEMENT

Y ou must decide whether there is infringement separately for each claim. [There is
one exception to this rule. If you decide that an independent claim is not infringed, then there
cannot be infringement of any dependent claim that refers directly or indirectly to that

independent claim.]

Committee Comments

1. Comparing product / process with each claim. See Johnson & Johnston Assocs., Inc. v.
R.E. Svc. Co., 285 F.3d 1046, 1052 (Fed. Cir. 2002) (en banc); Caterpillar Inc v. Deere & Co., 224
F.3d 1374, 1379 (Fed. Cir. 2000) (compare properly construed claim with accused device or
method); Cook Biotech Inc. v. Acell, Inc., 460 F.3d 1365, 1373 (Fed. Cir. 2006) (same); Lava
Trading v. Sonic Trading Management, LLC., 445 F.3d 1348, 1352 (Fed. Cir. 2006) (same).

2. Exception to separate consideration for each claim: 35 U.S.C. § 112, 9 4 (a dependent
claim includes all of the limitations of the claim to which it refers); Kim v. ConAgra Foods, Inc., 465
F.3d 1312, 1316, n.1 (Fed. Cir. 2006) (dependent claims not infringed when independent claim not
infringed); Oak Technology, Inc. v. ITC, 248 F.3d 1316, 1323, n.4 (Fed. Cir. 2001) (same).
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11.2.12 INDIRECT INFRINGEMENT — INDUCEMENT

Plaintiff contends that Defendant induced [someone; name of alleged direct infringer]
to infringe [claims __, |  of] Plaintiff’s patent. To succeed on this contention, Plaintiff
must prove the following by a preponderance of the evidence:

1. Defendant knew of Plaintiff’s patent.

2. Defendant [acted; encouraged; instructed] [insert name or other description
of direct infringer] to [[use / make] a product; perform a process] in a manner that
directly infringed Plaintiff’s patent, as defined in other instructions that [ have given
you.

3. Defendant knew or should have known that its acts would cause [insert

name or other description of direct infringer] to infringe Plaintiff’s patent.

Committee Comments

1. Knowledge of plaintiff’s patent: Manville Sales Corp. v. Paramount Systems, Inc., 917
F.2d 544, 553 (Fed. Cir. 1990). This instruction may require modification if the plaintiff claims that
the defendant has constructive, as opposed to actual, knowledge of the patent. See, e.g., Insituform
Techs., Inc. v. CAT Contr. Inc., 161 F.3d 688, 695 (Fed. Cir. 1998) (“[ T]he inducer must have actual
or constructive knowledge of the patent.”); see DSU Medical Corp. v. JMS Co., 471 F.3d 1293, 1311
(Dec. 13, 2006) (Michel, C.J., concurring) (citing Insituform for “constructive knowledge”
proposition).

2. Encouragement/instruction: Manville Sales Corp. v. Paramount Systems, Inc., 917 F.2d
544, 553 (Fed. Cir. 1990).

3. Intent to cause infringement: In MEMC Elec. Materials, Inc. v. Mitsubishi Materials
Silicon Corp., 420 F.3d 1369, 1378 n.4 (Fed. Cir. 2005), the Federal Circuit acknowledged a “lack
of clarity” regarding whether a party claiming inducement to infringe must show intention to cause
infringement or rather can prove its case by showing intent to induce the acts constituting
infringement. The court resolved the issue en banc in DSU Medical Corp v. JMS Co., Ltd., 471 F.3d
1293 (Fed. Cir. 2006), holding that “the infringer must have an affirmative intent to cause direct
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infringement ... inducement requires ‘that the alleged infringer knowingly induced infringement and
possessed specific intent to encourage another’s infringement. The plaintiff has the burden of
showing that the alleged infringer's actions induced infringing acts and that he knew or should have
known his actions would induce actual infringements. *”’ Id. at 1306 (quoting MEMC Elec.,420 F.3d
at 1378).

4. Direct infringement by someone is required: Water Tech. Corp. v. Calco, Ltd., 850 F.2d
660, 668 n.7 (Fed. Cir. 1988).
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11.2.13 INDIRECT INFRINGEMENT — CONTRIBUTORY INFRINGEMENT
Plaintiff contends that Defendant contributed to the infringement of [claims , |
___of] Plaintiff’s patent. To succeed on this contention, Plaintiff must prove the following
by a preponderance of the evidence:
1. Defendant knew of Plaintiff’s patent.
2. Defendant [sold; supplied] a component that forms a significant part of the
invention described in a claim in Plaintiff’s patent.
3. [Another person; insert name] infringed Plaintiff’s patent by using this
component.
4. Defendant knew the component was especially made or adapted for a use
that would infringe Plaintiff’s patent.
5. The component was not a commonly available item or a product with

substantial non-infringing uses.

Committee Comments

1. Knowledge of plaintiff’s patent: Aro Mfg. Co. v. Convertible Top Replacement Co., 377
U.S. 476, 488 (1964).

2. Supplied an important or material part: 35 U.S.C. § 271 I; Aro Mfg. Co. v. Convertible
Top Replacement Co., 377 U.S. 476, 483 (1964). The term “‘significant” is used in place of the
statutory term “material,” as “significant” effectively is the definition of materiality. By using the
definition, one avoids the need to use the term “material” and then define it.

3. Direct infringement by another: Aro Mfg. Co. v. Convertible Top Replacement Co., 365

U.S. 336, 341-42 (1961); Nordberg Mfg. v. Jackson Vibrators, Inc., 153 U.S.P.Q. 777, 783 (N.D.
I11. 1967) (would infringe).
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4. Knowledge that some other person would use this component to infringe: Aro Mfg. Co.
v. Convertible Top Replacement Co., 377 U.S. 476, 483 (1964).

5. Not a commonly available item: 35 U.S.C. § 271(c) (“not a staple article”); Dawson
Chem. Co. v. Rohm & Haas Co. , 448 U.S. 176, 200 (1980) (“In essence, this provision places
materials like the dry ice of the Carbice case outside of the scope of the contributing infringement
doctrine."). Or a product with substantial noninfringing uses: 35 U.S.C. § 271(c); Alloc, Inc. v. Int’l
Trade Comm’n 342 F.3d 1361, 1374 (Fed. Cir. 2003) (affirming determination of no contributory
infringement: “The record showed that the accused flooring products could be installed by methods
not claimed in the ‘267 and ‘907 patents. . . . For instance, the installation instructions for Unilin’s
floor product are a noninfringing ‘snap-snap’ method. . . . Akzenta’s published PCT application also
discloses noninfringing methods of installing its floor products.”). The Committee chose to use the
words “not a commonly available item” in lieu of the statutory language for ease of jury
understanding.
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11.2.14 WILLFUL INFRINGEMENT

Plaintiff contends that Defendant infringed Plaintiff’s patent willfully. You are
required to decide this issue because it may be relevant to other issues that I may have to
consider.

You are to consider the issue of willful infringement only if you have found that
Defendant infringed Plaintiff’s patent. Not all infringement is willful.

The standard of proof for willful infringement is higher than the standard for
infringement generally. Specifically, Plaintiff must prove willful infringement by clear and
convincing evidence. “Clear and convincing” evidence means evidence that convinces you
that it is highly probable that the particular proposition is true. [ You also may have heard of
a burden of proof used in criminal cases called “beyond a reasonable doubt,” which is a
higher burden of proof than “clear and convincing” evidence. You should not apply the
criminal standard in this case.]

To succeed on its contention that Defendant infringed the patent willfully, Plaintiff
must prove two things by clear and convincing evidence:

1. There was a high likelihood that Defendant’s actions constituted
infringement of a valid patent. In making this determination, you may not consider
Defendant’s actual state of mind. [ You may consider the normal standards of fair
commerce. |

2. Defendant knew of the high likelihood that it was infringing a valid patent,
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or this likelihood was so apparent that Defendant should have known of it.

Committee Comment

See In re Seagate Technology, LLC., 497 F.3d 1360, 1370-72 (Fed. Cir.2007) (en banc)
(standard for willfulness; reaffirming requirement of clear and convincing evidence). See also, Read
Corp. v. Portec, Inc., 970 F.2d 816, 829 (Fed. Cir. 1992) (clear and convincing evidence required);
Gustafson, Inc. v. Intersystems Indus. Prods., Inc., 897 F.2d 508, 510 (Fed. Cir. 1990) (same). The
Committee notes that because Seagate is new, its requirements have not yet been applied
extensively, and that the Federal Circuit expressly left for further determination how the new
standard for willfulness should be applied in practice.

The Committee has defined willful infringement solely in terms of what is commonly called
recklessness, as discussed in Seagate. In some cases, there may be a legitimate argument that the
defendant acted with actual knowledge, rather than in a reckless fashion. The Committee believes
that the instruction is broad enough to encompass such cases but leaves it to the trial judge to
determine whether, in a particular case, an “actual knowledge” instruction should be given in
addition to the definition of recklessness.

Some other pattern jury instructions provide lists of non-exclusive factors for the jury to
consider in determining willfulness. See, e.g., Fed. Cir. Bar Ass’n Instruction 3.8. The Committee
declined to include such a list, for several reasons: the factors are better left to attorney argument,
leaving it to the jury to weigh them against the standard for willfulness; providing a non-exclusive
list might mislead a jury to believe that other factors should not be considered; and the law of willful
infringement post-Seagate remains somewhat in a state of flux. The Committee will revisit the point
in future versions of these instructions.
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11.3.1 VALIDITY — GENERAL

Defendant has challenged the validity of the  patent(s) claim(s) on [state the
grounds].
Each of the claims of the  patent(s) is presumed to be valid. For that reason,

Defendant has the burden of proving invalidity by clear and convincing evidence. “Clear and
convincing” evidence means evidence that convinces you that it is highly probable that the
particular proposition is true. [ You also may have heard of a burden of proof used in criminal
cases called “beyond a reasonable doubt,” which is a higher burden of proof than “clear and
convincing” evidence. You must not apply the criminal standard in this case.]

Y oumust evaluate and determine separately the validity of each claim of the patent(s).

Committee Comment

1. The invalidity of the patent or any asserted claim, for failure to comply with any
requirement of 35 U.S.C. §§ 101, 102, 103, 112, or 251, is a defense to alleged infringement. See
35 U.S.C. §§ 101, 102, 103, 112, 251, & 282; Graham v. John Deere, 383 U.S. 1 (1965)
(patentability, and thus validity, is dependent upon three explicit conditions: novelty, utility, and
nonobviousness).

2. Patents are entitled to a presumption of validity. 35 U.S.C. § 282; Avia Group Int’l, Inc.
v. L.A. Gear Cal., 853 F.2d 1557, 1562 (Fed. Cir. 1988); DMI, Inc. v. Deere & Co., 802 F.2d 421,
427 (Fed. Cir. 1986); Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 1534 (Fed. Cir. 1983). The
presumption of validity is a procedural device. It “imposes on the party against whom it is directed
the burden of going forward with evidence to rebut or meet the presumption.” FED. R. EviD. 301;
DMI, 802 F.2d at 427. As the Federal Circuit has recognized, “the presumption is one of law, not
fact, and does not constitute ‘evidence’ to be weighed against a challenger’s evidence.” Avia Group,
853 F.2d at 1562.
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11.3.2 INVALIDITY — SPECIFICATION REQUIREMENTS
The patent law contains certain requirements for a patent specification. Defendant
contends that claim(s)  ofthe  patent [is/are] invalid because the specification fails to
satisfy the law’s [written description,] [enablement,] [and/or] [best mode] requirements.
If you find that Defendant has proved by clear and convincing evidence that any one
of these requirements is not met for an asserted claim, then that claim is invalid. [ will now
explain to you in detail the specification requirement[s] that Defendant says makes the patent

claims invalid.

Committee Comment

“The specification of a patent must contain a written description of the invention, and of the
manner and process of making and using it, in such full, clear, concise, and exact terms as to enable
any person skilled in the art to which it pertains, or with which it is most nearly connected, to make
and use the same, and shall set forth the best mode contemplated by the inventor of carrying out the
invention.” 35 U.S.C. § 112, 9 1.

48



11.3.2.1 SPECIFICATION REQUIREMENTS — WRITTEN DESCRIPTION

The law requires that the “specification” section of the patent contain an adequate
written description of the invention(s) in the patent claim(s).

Defendant contends that claim(s) _ of Plaintiff’s patent [is/are] invalid because it
does not contain an adequate written description. To succeed on this contention, Defendant
must prove by clear and convincing evidence that a person of ordinary skill in the field of the
invention would not recognize that the specification describes all the requirements of the
claim. The specification does not have to use the exact words found in the claim.

If Defendant proves this as to a particular claim, then you should find that claim

invalid.

Committee Comment

1. A patent’s specification must include an adequate written description; however, it need
not include the exact words of the claims. Purdue Pharma L.P. v. Faulding, Inc., 230 F.3d 1320,
1323 (Fed. Cir. 2000); Union Oil Co. of Cal. v. Atl. Richfield Co., 208 F.3d 989, 996-1001 (Fed. Cir.
2000); Gentry Gallery, Inc. v. Berkline Corp., 134 F.3d 1473, 1478-80 (Fed. Cir. 1998); Lockwood
v. Am. Airlines, Inc., 107 F.3d 1565, 1572 (Fed. Cir. 1997). See also Turbocare Div. of Demag
Delaval Turbomachinery Corp. v. General Elec. Co.,264F.3d 1111, 1118 (Fed. Cir. 2001); Reiffin
v. Microsoft Corp., 214 F.3d 1342, 1345-46 (Fed. Cir. 2000) (the description must clearly allow
persons of ordinary skill in the art to recognize that the inventor invented what is claimed).

2. Lack of adequate written description must be proven by clear and convincing evidence.
Chiron Corp. v. Genentech, Inc., 363 F.3d 1247 (Fed. Cir. 2004).

3. If priority is at issue, the term “patent” may need to be changed to “patent application as
originally filed.” Amgen Inc. v. Hoechst Marion Roussel, Inc., 314 F.3d 1313, 1330 (Fed. Cir. 2003)
(one of the roles of the written description requirement is to ensure that patent claims are not
amended to claim subject matter different from what was described in the patent application on the
date of its filing).
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11.3.2.2 SPECIFICATION REQUIREMENTS — ENABLEMENT

The law requires that the “specification” section of the patent contain enough
information to enable a person of ordinary skill in the field of the invention to make and use
the invention, without an unreasonable amount of experimentation. A patent does not have
to state information that persons of ordinary skill in the field would be likely to know or
could obtain without undue effort.

Defendant contends that claim(s) __ of Plaintiff's patent [is/are] invalid because it
fails to meet this requirement. To succeed on this contention, [Defendant] must prove by
clear and convincing evidence that the specification does notenable a person of ordinary skill
in the field of the invention to make and use a [product; process] covered by claim |,
without an unreasonable amount of experimentation. Whether the amount of experimentation
is unreasonable depends on the complexity of the field of the invention and the level of
expertise and knowledge of persons of ordinary skill in that field.

If Defendant proves this as to a particular claim by clear and convincing evidence, you

should find that claim invalid.

Committee Comment

1. To be enabling, the specification must teach those skilled in the art how to make and use
the full scope of the claimed invention without undue experimentation. See 35 U.S.C. § 112; Durel
Corp.v. Osram Sylvania Inc.,256 F.3d 1298, 1306 (2001); Union Pac. Resources Co. v. Chesapeake
Energy Corp.,236F.3d 684, 690-92 (Fed. Cir. 2001); Hybritech Inc. v. Monoclonal Antibodies, Inc.,
802 F.2d 1367, 1384 (Fed. Cir. 1986) (a patent need not teach what is well known in the art).

2. A court may consider a number of factors when determining if an unreasonable amount
of experimentation is required to practice the claimed invention. Enzo Biochem, Inc. v. Calgene, Inc.,
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188 F.3d 1362, 1369-78 (Fed. Cir. 1999); Nat’l Recovery Techs., Inc. v. Magnetic Separation Sys.,
Inc., 166 F.3d 1190, 1195-98 (Fed. Cir. 1999). Lack of enablement must be proven by clear and
convincing evidence. Ralston Purina Co. v. Far-Mar Co., 772 F.2d 1570, 1573-74 (Fed. Cir. 1985);
White Consolidated Indus., Inc. v. Vega Servo Control, Inc., 713 F.2d 788, 791 (Fed. Cir. 1983).

3. The following factors have been set forth as relevant to the issue of reasonable
experimentation: how much experimentation is necessary; how much direction or guidance the
patent provides; whether the patent contains working examples; the simplicity or complexity of the
invention; what is disclosed by the prior art; the level of skill possessed by those in the field; the
predictability of the art; and the breadth of the claims. Enzo, 188 F.3d at 1371; see also, In re Wands,
858 F.2d 731, 737 (Fed. Cir. 1988) (setting out factors to consider in determining if the patent’s
teachings require an unreasonable amount of experimentation). The Committee does not recommend
including these factors in the instruction, though a judge may consider doing so in a particular case.
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11.3.2.3 SPECIFICATION REQUIREMENTS — BEST MODE

The law requires that if an inventor believed, at the time he applied for the patent, that
there was a "best mode," or best way, to [make; use; carry out] the [product; process] covered
by the patent, he had to disclose it in the patent. The inventor also may disclose other modes,
and he need not state which of the modes he discloses in the patent is the best.

Defendant contends that claim(s)  of Plaintiff's patent [is/are] invalid for failure
to satisfy the “best mode” requirement. If you find by clear and convincing evidence that
Defendant has proved this [as to a particular claim], you should find that claim invalid.

Committee Comment

A holding of invalidity for failure to disclose the best mode requires clear and convincing
evidence that the inventor both knew of and concealed a better mode of carrying out the claimed
invention than that set forth in the specification, although he need not state which of the modes is
the best. See 35 U.S.C. § 112, 9 1; Teleflex, Inc. v. Ficosa N. Am. Corp.,299 F.3d 1313, 1330 (Fed.
Cir. 2002); Mentor H/S Inc., v. Med. Device Alliance, Inc.,244 F.3d 1365 (Fed. Cir. 2001); Amgen,
Inc. v. Chugai Pharm. Co., 927 F.2d 1200, 1209-10 (Fed. Cir. 1991).
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11.3.2.4 SPECIFICATION REQUIREMENTS — INDEFINITENESS
Committee Comment
The Committee did not include a jury instruction regarding indefiniteness because the Federal
Circuit recently made it clear that invalidity due to indefiniteness is a question of law to be

determined by the court. See Aero Prods. Int’l Inc. v. Intex Recreation Corp., 466 F.3d 1000, 1015-
16 (Fed. Cir. 2006).
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11.3.3 SECTION 102 AND 103 DEFENSES — DEFINITION OF “PRIOR ART”

Inaddressing some of Defendant’s invalidity defenses, you will have to consider what
is disclosed in the “prior art.”

[The parties agree that the following [items; processes; references] are prior art: [/ist
uncontested prior art].

[The parties dispute that other [items; processes; references] are prior art.]

Before you may consider any disputed [item; process; reference] to be prior art [for
purposes of Defendant’s defense of anticipation], Defendant must prove by clear and
convincing evidence that the [item; process; reference] was [any one of the following]:

A disputed [item; process; reference] is not prior a